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THE REPLY FILED 25 October 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE 

c Er„x£„7S 

PERIOD FOR REPLY [check either a) or b)] 

a) £3 The period for reply expires 3_months from the mailing date of the final rejection. 

b) □ The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection whichever is later In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection 

706^) HECK ™' S WHEN ™ E RRST REPLY WAS RLED WITH,N ™° M0N ™ ^^^SSoirSie MPEP 
to h Ex,e " sion s of t !^f may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension 
fee have been filed is Uie date or purposes of determining the period of extension and the corresponding amount ofZ^TteSiSn 
p? a T«[fni FR ^ 17 K (a) fr A ° m: (1) the eXpirati0n date of me shortened statutorv P^od for reply origina I se in Sffra?S£ a^S, o" 

il, n h ( i 6 ' ' f Che ° ked - Any fep,y reCeiV6d by the 0fflce later than three monUls after »e mailing ,datJ ; of the final Scfcn even if ' 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). rejection, even if 

1 .B A Notice of Appeal was filed on 12 July 2004. Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 
2.S The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) S they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifyinq the 

issues for appeal; and/or ' a 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: See Continuation Sheet . 
3-D Applicant's reply has overcome the following rejection(s): . 

40 Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). y ««"«"u"ieni 

5. E The aM affidavit b)D exhibit, or c)D request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See Continuation Sh**t H 

6. D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newlv 

raised by the Examiner in the final rejection. 

7. D For purposes of Appeal, the proposed amendment(s) a)Q will not be entered or b)D will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 



Claim(s) withdrawn from consideration: 



8. Q The drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. n Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 

10. D Other: 
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Continuation Sheet (PTOL-303) Application No. 609/978,326 

Continuation of 2. NOTE: Independent claims 21 and 39 have been amended to recite ranges of "about 75 mole percent" and "about 25 
Sh„ Per K o^° W ? V o/' a PP |,cant has not shown now the specification supports mole percentages slightly below 75 mole % or 
S n L„<Lh m T i 13 he e *T nGfS fJ0Siti0 " that the s P ecification does not support such approximate ranges. In the event that 
the proposed amendment is entered, the examiner maintains her position on the rejections based on 35 USC 103. 

ITccTt* 0 ^ a PP |icant ' s 4 ar 9 ument s that Koerner et al. does not teach the claimed molar ratios, the examiner has specifically pointed 
to passages ,n the re erence that support amounts within the claimed range. Where the applicant argues that the reference teaches 50- 
90 mole percent of a tricarboxylic ac^ component, it is noted that the examiner has pointed to the passage that teaches the use of 10-50 
mole percent of dicarboxylic acid and 50-90 mole percent of tricarboxylic acid anhydride. Examples show the use of adipic acid and 
tnmellitic anhdydnde as these components. Although the applicant argues that the recitation of a single species within the range does no 

SS fh S n wn e ho^h' 'f n ° ted I C 'T iS , n0t P , aten !f ble ° Ver 3 reference that teaches values within a <^™ d range. The exaZer 
has shown how the reference teaches the claimed acid, anhydride, and diisocyanate components in the claimed amounts; thus the 

nnS'?h n a S t a h! maintained / ln res f on T 10 the a PP |i u cant ' s a^uments that the secondary reference does not teach the claimed ranges, it is 
noted that the pnmary reference teaches ranges which overlap the claimed ranges. In response to the applicant's arguments that one 

t h° 5? T tlVat6d to,m P rove the "afna 8 of Koer "er et al., it is the examiner's position that persons skilled in the art often consider 
methods of further .mproving materials. The secondary reference teaches motivation for including particulate additives thus ^ one skNIea 
in the art would be motivated to further improve coatings using this knowledge. «*iuiuvts,. mus>, one sKiiiea 

In response to the applicant's arguments that one would not be motivated to use the acid and anhydride components of Waki's invention 

™ Tn e n?Z| Un H *' If ^ ^ t6aCheS USing at ,east 40 mol% of ^imelMtic acid or anhydride TOs would 

suggest to one sk.lled ,n the art to include larger amounts of TMA. Although the reference teaches a preferred use of at least 5 mol% of 

lo/fxMA 6 ref ,% enC ^ alS ^ teacheS that an excess of 5 mol% ma y be inc,uded - Thu s. the compositions may potentia ly comprise 1 100 
mol% of TMA and 5 mol % of citric acid. The claims only require that the sum of the claimed compounds be "substenSy t^e molar 

Zlid h^ln h TT °? e t di soc y anate " and d0 not exclude dlric acid. Note also that the tef m "substantially the I'lar ejiiva ent" 
Lwin?! T t V k 6 b ^ adeSt ,nte T retatl on - The reference teaches ni 9 h ratios of ™ A to citric acid (examples 5 and 10-13) The 
reference also teaches the reasons for altenng the amounts of each component, as the examiner has pointed out Thus it has been the 
examiner's position that .t would have been obvious to modify the amounts of the components and arrive at the "appliSnf a ^ claimed 



Continuation of 5. does NOT place the application in condition for allowance because: it does not serve to predate the references used t 

rESn nd f Pe f ndent H^' mS - , AIS0 ' alt , h0U9h the r6jeCti0nS USi " 9 Yin et al - would be withdrawn ' °*her references Lpporifhe 
conven tiona ity o an addition of mineral particulates to a wire coating composition. See Yin et al. (US 6,180 888) which teaches the 
conventionality of mcluding silica and Ti02 fillers in insulative wire coatings, including polyamide-imide 
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